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I.
Purpose and Scope of the Pathfinder


Patent law is a confusing topic, one that a majority of attorneys know very little about.  The goal of this pathfinder is to give clear research guidance for researching patent law, especially obviousness in patent law.  As such, this pathfinder will be helpful to three particular groups, novices, intermediates, and experts concerned only with obviousness.  It is assumed that the reader as some knowledge of researching law, and has the ability to do independent research.  

This pathfinder starts out with referring to secondary sources.  It is the author’s belief that secondary sources aid the novice in getting a thorough background of patent law.  Mainly, the secondary sources are aptly labeled and indexed such that a novice to patent law can start from the beginning and dive into the relevant topic.  Secondary sources usually provide the reader with some case law background.  For a novice, these case law references are only useful after getting a brief understanding of the law.  As the novice becomes more accustomed to the law, it is recommended that he or she then move on to the primary sources.  While the secondary sources make substantial references to primary sources, a novice may not be able to grasp all of the meaning of the primary source.  Therefore it is recommended that a novice to patent law read this pathfinder from the beginning, and refer to the secondary sources before moving further into the primary sources.


It is assumed that someone intermediate to patent law has a good grasp of the patent law, and does not need an introduction.  If the reader is not sure where he or she falls in the spectrum of knowledge regarding patent law, it is recommended that he or she start from the beginning and skim over the materials.  If the reader finds that his or her knowledge is not complete, then he or she should dive deeper into that particular topic based on the recommended sources.


This pathfinder may only be useful to experts with regard to the upcoming decision from the Supreme Court regarding obviousness.  An expert is assumed to have full knowledge of the material, but needs more knowledge regarding obviousness.  To such a person, there may be slight use in looking at primary and secondary sources, and he or she should go directly to the section regarding the future of obviousness.  

The obviousness case that the Supreme Court recently decided on May 3, 2007 was between KSR and Teleflex.  Essentially, the case deals with the issue of a test made by the Federal Circuit Court, the appellate court for patent cases, regarding how to decide whether a patent is obvious or not.  An expert will find the section regarding obviousness to be helpful in figuring out the new standard for determining obviousness.

II.
Introduction to Patent Law


As a general matter, patent law is regarded as a wholly separate entity from the rest of the legal community.  There is good reason for this.  Usually, patent attorneys have to have a science or engineering background, a requirement not found in any other legal field.  Also, patent attorneys have an additional bar examination that no other attorney has to take.  Given these constraints there is no wonder that patent law is seen as a confusing and different legal entity.  And because of this, even the most skilled attorneys usually do not know or understand patent law, and a brief introduction to patent law is required.


During the framing of our constitution, our fore-fathers, in an effort to promote science and the arts, gave Congress the power “to promote the Progress of Science and useful Arts, by securing for limited Times to Authors and Inventors the exclusive Right to their respective Writings and Discoveries
.”  In an effort to further the intent of our fore-fathers, Congress has passed multiple pieces of legislation to insure that inventors have exclusive rights to their inventions
.  Essentially, Congress gives the inventor a negative right – the right to exclude others from making, using, selling, offering for sale, and importing the invention for a finite amount of time
.  Currently, the inventor can exclude others for 20 years from the filing of the patent
.  

However, Congress had an additional concern.  If too many patents were allowed, then science and the arts would actually suffer.  Only a few would have scientific knowledge, excluding all others.  This would result in a slow down of invention, because the scientific knowledge would be withheld from the public.  To overcome this result, Congress created a quid pro quo system.  For the exclusive right for 20 years, the inventor would have to disclose how to make and use the invention in sufficient detail so that a person skilled in the art of the invention can practice the invention without undue experimentation
.

The goal of the disclosure is to sufficiently teach the invention such that the public has knowledge of how to build and use the invention.  Upon the end of the exclusive right period, the invention is in the public domain and the disclosure teaches the public how to make and use the invention.  Even during the exclusive right period, the patent is available to all to download and learn from
.  This furthers the sciences because the public can further invent upon an invention already given to the public.  The overall knowledge of the science increases.  


Additionally, the patent serves other purposes.  During the exclusive right period, the public is put on notice about the metes and bounds of the invention.  The goal is that someone skilled in the art can read the patent and grasp the limits of the inventor’s exclusive right.  In this manner, an individual can design a system without being liable for infringement.  


The metes and bounds of the exclusive rights are found in the claim language that follows the specification.  That section starts with “I claim”, or “We claim” and defines exactly what the invention purports to do.  It is the interpretation of this claim language that creates litigation and headaches for attorneys, mainly when looking for literal infringement or infringement under the doctrine of equivalence.  Both of these will described in further detail below.

Literal infringement occurs when an allegedly infringing device “reads-on” the claim language.  Proper analysis of literal infringement requires that every element of a claim exist in the infringing device.  If even one element of the claim does not exist in the infringing device there is no literal infringement.  However, if proving literal infringement is not possible to the inventor, the inventor can still recover under the judicially created doctrine of equivalence.  Doctrine of equivalence requires that the inventor prove that the infringing device performs the same function in substantially the same manner to create a substantially similar result.  The main reason for this judicially created infringement is that early on judges realized that due to the limitations of language, it is practically impossible to describe the invention in exact language.  Courts reasoned that this limitation should not allow a third party to create a device that is substantially like the invention and be safe from infringement.  Courts were concerned about diluting the patent system if a third party can learn everything from the inventor, from the disclosure, slightly modify the invention, and take away the inventors exclusive rights.


While the claim language gives the metes and bounds of the inventor’s rights, Congress added further requirements on claim language to insure that too many patents were not granted.  These extra limitations are that an inventor can only receive a patent if the invention has utility, is novel, and is non-obvious.  Various statutory sections cover these three requirements.  In particular, 35 U.S.C. 101 contains the utility requirement.  Basically, 35 U.S.C. 101 requires that for an invention to be granted a patent, it must serve some useful purpose, and it cannot be a law of nature or a mathematical algorithm.  The law of nature and mathematical algorithm are both judicially created exclusions to the statutory language of 35 U.S.C. 101.  Courts reasoned that laws of nature are available to the entire public and no individual can claim exclusive rights to them.  For example, no individual can claim exclusive right to an element found in nature, such element is available to the entire public.  The mathematical algorithm exclusion is premised on the same principle.  For example, Einstein cannot have exclusive right to the equation E = mc2.  This mathematical relationship is available to all of the public.

35 U.S.C. 102 lays out that for an invention to be granted patent rights, it must be novel.  Essentially, the inventor has to have been the person that invented, and that no other person has invented it before.  It is this requirement that allows someone in public to not have exclusive rights to something that is already available to the public.  An individual cannot be granted an exclusive right to something that public already enjoys.


35 U.S.C 103 requires that the invention be non-obvious.  Congress was concerned that inventors would merely make obvious additions to previous inventions and then demand exclusive rights to that invention.  An obvious invention is something that society would gain by itself, and no extra protection is warranted.  The statutory language of 35 U.S.C. 103(a) is: “A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of this title if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made.”  The language for 35 U.S.C. 103(a) is rather confusing and convoluted, and court have had some difficultly in interpreting them. 

In interpreting this language, Courts have deemed that a patent is obvious if two or more pieces of prior art can be combined such that their combination produces the invention.  Additionally, there has to be some teaching, suggestion, or motivation in one of the prior arts to combine the two or more pieces of prior art.  If there is no teaching, suggestion, or motivation then a patent can be granted.  The motivation for this additional requirement is to avoid hindsight reconstruction.  The Courts have stated that even though two or more pieces of prior art can be combined to result in the invention, proper invention can still occur if there was no teaching, suggestion, or motivation to combine the pieces of prior art.  Courts wanted to stray from finding patents invalid where someone claims the patent is obvious after reading the disclosure and stating that someone skilled in the art would have known that this was obvious.  The burden is to prove that it truly was obvious, and to prove that the party claiming obviousness has to show that there was some teaching, suggestion, or motivation to combine.


The teaching, suggestion, or motivation requirement has been hotly contested.  Groups agreeing with the test, such as the American Bar Association claim that there is an inventive step in combining prior art yielding a new invention, if there was no stated reason to combine.  Industry members claim that this requirement has no statutory support, and creates too many patents where no true invention occurred.  The main complaint is that patents are still granted on inventions that industry wide are known to be obvious, but no prior art teaches, suggests, or motivates to combine.  Industry members claim that these patents hurt innovation and give exclusive rights that inventors do not deserve.  

This contested argument has reached all the way to the Supreme Court in the case KSR International Co. v. Teleflex, Inc., et al.  In this case, Teleflex invented a pedal which was a combination of two pieces of prior art.  KSR literally infringed on the patent.  At the district court, the Court found literal infringement, but stated that the patent was obvious, and hence invalidated the patent.  However, the district court made no findings whether or not the prior art contained any teaching, motivation, or suggestion to combine the prior art.  Upon appeal, the federal circuit court remanded the case to the district level to find whether there was a teaching, suggestion, or motivation to combine.  However, before the case was remanded, the Supreme Court granted certiorari to review the teaching, suggestion, or motivation test.  The Supreme Court came down with the decision on May 3, 2007, and this pathfinder will give some guidance on interpreting the decision.   

Given this brief introduction to the issues in patent law, someone new to patent law can use the sources laid out in this pathfinder to research general patent topics.  Also, someone mainly interested in obviousness can use this pathfinder to find information on that particular topic.

III.
Novice Researchers – Beginning – Using Secondary Sources

To the novice researcher secondary sources such as nutshells, hornbooks, and the like are the ideal starting point.  Patent law, as any other law, has its own vocabulary, and it is very useful for the reader to get accustomed to the material.  A key point for a novice in doing any type of patent law research is that patent law is wholly under the jurisdiction of the federal government.  As such, states have little to no right in patent law.  All patent related issues are handled by the federal courts.  The Federal Circuit Court has appellate jurisdiction over all patent cases.  And the Supreme Court has appellate jurisdiction over the Federal Circuit Court.  Therefore, as a novice is researching the topic, he or she should not consult any state resources as they will provide little to no value.

Library of Congress Subject Headings (LCSH) may be listed for particular sources.  These headings aid in locating similar sources and are usable in any library.

A.
Nutshells

Nutshells are guides to particular legal topics.  If the reader has little knowledge on the subject matter, nutshells are the best starting point.  The major drawback of a nutshell is that it is not updated as regularly as other sources.  The user has to wait until a new edition is printed.  A new version only becomes available if the publisher believes that there is money to be made.  A new nutshell may not be printed until there has been enough significant change in the law
to justify printing a brand new version.  However, even with the drawback, nutshells are very handy to a novice.  The background information never changes, and a novice should use a nutshell to gain that background information.  Below are a few examples of useful nutshells.
Intellectual Property: Patents, Trademarks, and Copyrights in a Nutshell
Author:
Miller, Arthur Raphael, 1934-

Edition:
3rd. ed.

Published:
St. Paul, Minn.: West Group, 2000.

Subject LC:
Nutshell series – Indexes – United States – Indexes

This nutshell provides a novice reader with information on three main intellectual property topics – patents, trademarks, and copyrights.  The table of contents is very easy to use and points the reader directly to the particular topic of interest.  Additionally, it provides the user with online help by making references to Westlaw online.  For a college student, with free access to Westlaw, this source gives the user choices of hard print or online reference.
Patent Law Essentials: A Concise Guide
Author:
Durham, Alan

Published:
Westport, Conn.: Quorum books, 1999.

Subject LC:
Patent law and legislation – United States

This is another great source for the novice.  The source provides the novice with patent law points, but more importantly it does so by giving examples.  The examples given are not extremely complicated patents.  The benefit is that, anyone can read them, and understand the patent.  Then as the points of law are thoroughly explained, the user has a nice reference point to patents that are easy to understand.  In this manner, the author distills the law by using easy to understand examples.


B.
Popular Works


Popular works are written in a very easy to understand language, and are meant specifically for use by the general public.  The patent law source is Patent It Yourself.  While the source provides a lot of information, it is mainly related to a discussion of how an individual can patent a personal invention.  As a source this is helpful only to the extent that the law is provided with examples and useful techniques of how to properly file.  The author recommends that a novice not use this as the be all end all of writing a patent.  This source is only included so that the novice knows about such a source.  It is a good way to learn the law, especially for someone who learns best through examples.  But the author does not recommend that a novice go file his or her own patent.  Many inadvertent mistakes can be made, and a qualified attorney should be referred to when in doubt.
Patent it Yourself

Author:
Pressman, David
Published:
Berkley, CA: Nolo Press, 1999

Subject LC:
Patent Practice – United States – Popular Works

C.
Legal Encyclopedias 

Corpus Juris Secundum:  A Complete Restatement of the Entire American Law as Developed By All Reported Cases.  
Published:
St. Paul, MN:  West, 1936  
Subject LC:
Law United States, and Law reports, Digest, etc. – United States Level 2 
The entire reference is broken down by subject matter in various books.  The subject matter is broken down in alphabetical order, and the starting subject matter and ending subject matter of a particular book is written on the binding.  Inside the book it is broken down in alphabetical order, with a table of contents.  The first part of the particular subject of interest has another table of contents used to show how the subject matter is broken down.  There are no tabs for the book, but the table of contents is fairly extensive in telling you where to go.  The table of contents for the subject is not broken down by pages, but gives you section numbers which are numerically ordered.  It is available on line, it can be searched for in Westlaw’s natural language section by using the term WIN. The source is up to date.  It breaks down the law, and gives you footnotes to find cases for further research.  As a starting point for doing patent research this is a valuable tool.  The author believes that the on-line version will not be anymore helpful because using the online manual forces you to go through a lot of different menus, while with the hardbound edition, it is easy to just pick up and read.  The author does not like the method of breaking down the information because it does not line up well with actual statutory sections.
Martindale-Hubbell Law Digest  

Published:
Summit, NJ: Martindale-Hubbell,  1990-.  123rd year (1991)-.  Annual  

The source is broken down into sections, but there is no clear method of telling which page the section starts on.  This is because the pages are numbered starting from one for each subsection.  This makes it so that the researcher cannot find where the section starts.  There is a table of contents that is generally helpful.  There is no index to help the researcher find the information.  It is available on line at Legal > Reference > Martindale-Hubbell(R) > Combined Law Directory Listings > Martindale-Hubbell(R) Listings, All.  This source will be helpful because it has a section on patent law.  It breaks down the law in simple words, and gives case law support for further research.  There is a table of contents for the section on patent law which makes researching the subject matter simple.  It is up to date, and has an unbiased view-point.  The information on patent law is not extensive; however, the information is given in a concise manner.  As a starting point, the information is very helpful because a novice can read a quick blurb on the topic and gain immediate familiarity. The online source will be better to use mainly because it provides links to the case law for ease of research.

D.
Legal Research Guides


Legal research guides provide the reader with a source to find particular topics that the user may not be used to.  Assuming the reader has been reading up on the sources listed so far, these particular sources may help clear up some of the cobwebs that have built up.  There is not a much new material, but these sources should help clear up some of the more confusing topics.
Specialized Legal Research.  

Author:
Penny Hazelton
Publisher:
New York, NY: Aspen Law & Business, 1997-.

Subject LC:
Legal Research – United States
It is updated every year with supplements, the previous editor was Leah Chanin which is what MNCAT shows, but the current editor is Penny Hazelton.  This is not available on-line.  The book has a thorough table of contents, and lists the pages based on the chapter followed by page within the chapter.  There is also a summary of contents.  This is a very important source for patent law.  It is updated regularly, and provides no biased opinion.  Its key feature is the listing of treatises for the relevant topics.  It also provides a brief overview of the source itself describing its utility.  For someone doing research on the topic, this will be very helpful and will allow them to narrow their search based on their personal level of knowledge on the topic.  The source is updated regularly with supplements.  The source was very easy to use with its topic and subheadings.  With regards directly to patent law, the treatment is not complete, but once again is a good starting point.  A novice will not learn everything about patent law, but will get a good enough base to jump off from.  Ideally, this source will give the novice some knowledge, but there will be some confusion.  The novice should then move to other treatises made especially for patent law to understand in depth.  A novice should not start with a specialized patent law treatise mainly because the information can be overwhelming.  Small bits at a time help the researcher gain knowledge in manageable chunks.
Searching the Law 

Author:
Bae, Frank 
Publisher:
Ardsley, NY: Transnational Publishers, 2005. 

Subject LC:
 Legal Research – United States
The source provides a table of contents broken down by alphabetical order.  There is an author’s index.  The table of contents gives pertinent legal topics for ease of research, and there is a section on patent law.  There is no online help.  The source will be extremely helpful.  The source gives legal articles or books for help on the subject, and there is a plethora of articles cited so that the research can find any particular topic as necessary.  The source is fairly up to date, and it would be ideal if it were on-line so the researcher can click immediately to the source.  However, the titles of the cited articles help delineate between the particular topic covered in the article.  There is no bias in the viewpoint as it mainly just cites articles.  The biggest critique of this source is that the articles and book information may be overwhelming.  The titles to the articles may be very confusing to a novice as he or she will not be familiar with topics.  But, the novice can still find a source, based on the title, that gives basic information and does not discuss some particular aspect of some corollary patent issue.

E.
Legal Looseleafs


Legal looseleafs usually come in some binder format where the pages can be removed with ease. Their greatest benefit is the ease at which they can be updated, and they are updated regularly.  Additionally, the user can flip to the section with great ease since the presented information is easy to find.  Most of the looseleafs provide both a table of contents and an index.  For most researchers the table of contents is usually ample to find the relevant topic.  Each section has subheadings that aid finding the exact location of the material.  Legal looseleafs generally pull out the law through case information.  They also combine important primary and secondary material together into a concise form for easy research.  Therefore they give the novice researcher some case names so that as the researcher becomes from familiar with topic, he or she can dive further into cases to fully understand the legal analysis.  But to a novice, the brief summary of the holding is ample to understand the crux of the case and the legal issue presented.

Patent Law Fundamentals

Author:
Rosenberg, Peter

Publisher:
West Publishing Co., St. Paul, MN, 2004
Subject LC:
Patent law and legislation – United States

This is a three-volume treatise that helps to integrate all the recent changes in the law.  As mentioned above, looseleafs are easy to update and so this looseleaf is updated annually with the most recent cases included.  It is not available online, but in many ways the hardcopy version may be more helpful than online (assuming it was available).  The hardcopy is much more useful mainly because the user can page through the information.  An online source may provide the same information but to a reader, the benefit of being able to see what is on the next page and previous page to insure that he or she has not missed a point outweighs any benefit provided by the ease of online researching.  The normal benefits of online research, mainly the ability to click directly to the page of interest, are not significant enough to outweigh the benefits of reading the hardcopy.  This is because the table of contents and index are easy enough to use.  As a source this is ideal.  It has a plethora of information on all aspects of patent law, and a specific section regarding obviousness.  And the information stays true to the title of the source, the fundamental information is given, without too much confusion about small issues that are keyed into some specific point of law.
Legal Looseleafs in Print.
Publisher:
New York, NY: InfoSources Pub., 1981-.  

Subject LC:
 Loose-leaf publications, Legal – United States – Bibliography, Law – United States – Bibliography
There is an introduction section which is crucial to understanding the purpose of the book, the source provides multiple loose-leafs discussing a particular topic.  The information is provided in alphabetical order based on topic interest.  There is an online version available at the www.infosourcespub.com to get to the loose-leaf section, click on the LEGAL LOOSELEAF INDEX, the password is anniversary (lower case).  This is a very helpful source.  It provides a starting point to find legal loose leafs for patent law by providing a list of sources.  The source also tells the user whether the source of interest is available online making researching much easier.  The topics that are covered are labeled with the most basic title following more specific information.  The source is kept update as this is the 2006 version.

F.
Treatises

Treatises are one of the best methods for a novice researcher to understand patent law.  The treatises described below cover nearly all aspects of patent law, and are written for a novice to understand.  They do a fairly in depth analysis of the law, and pull language from cases for reference.  Once again, as the novice becomes more familiar with the topic, the cases are the next logical step for the researcher to dive.  The treaties always provide a fairly thorough table of contents so that the researcher can easily find the desired information.  Some of them are available online, making research easier if the trip to the library is inconvenient.  

Chisum on Patents:
A Treatise on the Law of Patentability, Validity, and Infringement
Author:
Chisum, Donald
Publisher:
Matthew Bender & Co., Inc.

Subject LC:
Patent Law and legislation – United States

This treatise takes the researcher from the beginning of patent law through its current state.  It does so by using case law to explain the usefulness of the law.  This is probably the best resource for anyone.  A novice can pick up this source and make full use of it to understand the law.  An intermediate can pick up this source and brush up on the intricacies of some unfamiliar law.  An expert can use this source to learn about some patent problems that rarely occur but someone may need to know about regarding fringe issues.  The chapters are organized logically and are easy to page through.  The table of contents and index are the perfect source to key in on a topic of interest.  Unfortunately, this treatise is not available online.

Matthew Bender on Patents (available online)
If the researcher cannot make the trip out to the library, this online source is ideal.  It is available on LexisNexis.  As with the Chisum on Patents, this treatise covers all the relevant patent law and provides it in a nice summary.  The formats of the two are basically the same, except one is online and the other is a hardcopy.  To search the source, the user will obviously need a LexisNexis account.  Then under Explore Sources, select Area of Law – By Topic, click on Patent Law, then Treaties and Analytical Materials.  Matthew Bender should be one of the choices.  From there the user can perform whatever search he or she desires.
The United States Patent Quarterly
Publisher:
The Bureau of National Affairs, Inc., Washington D.C., weekly advance sheets
Subject LC:
Patent law and legislation – United States – Cases, Patents – United States – Cases, Copyright – United States – Cases, and Trademarks – United States – Cases.

This source compiles patent related cases decided by all U.S. courts.  It is printed by the government and referred to as the USPQ.  It provides another printed source for case law.  The source has a classification outline which breaks the patent law cases into different topics.  As the novice works through the recommended reading, this will be yet another source for the researcher to use to get accustomed to a topic he or she does not feel completely comfortable.  The major drawback is that it is cases themselves, with little to no analysis of the cases.  A novice should only use this after using the other sources to clear up the law, and then putting reading the case to only get the desired patent information.    


G.
Periodicals, Dictionaries, Annotated Law Reports, Directories of People, Government and Organizations


A researcher may have knowledge of these sources, and may want to look up information in some of these sources.  However, it is the author’s belief that the gain from these sources is minimal.  If the researcher gets accustomed with the sources listed above, there may be no need to use any of these sources.  


While these sources contain a whole lot of information, information regarding patent law is sparse.  Usually, this author has found that whatever little information available regarding patent law is found in more detail in the nutshells, treatises, and looseleafs.  Since the information found the sources already mentioned are so thorough, no further information regarding periodicals, dictionaries, annotated law reports, directories of people, government and organizations is not warranted.  

IV.
Primary Sources

Primary sources may be the most valuable starting source for an intermediate or expert.  As discussed above, an intermediate has a basic understanding of patent law, and there is a good chance that he or she has had some experience with the sources listed above.  Primary sources give the researcher the plain language of the statute text, and aids in his or her understanding of the law.  While some of the sources above distill the law, statutory language has to be the starting point of understanding why the law became what it became.  Understanding patent law cannot be complete until the researcher has read the statutory law.


Section 35 of the U.S. code contains all the patent law.  35 U.S.C. § 1 created the United State Patent and Trademark Organization (USPTO) agency to administer patent law.  It is the USPTO that gives out patents.  The USPTO is governed by CFR 37, and a researcher must have some information regarding these CFRs.  An inventor, with the aide of a patent attorney, files a patent with the USPTO.  The USPTO then either grants or rejects the patent.  The USPTO mainly rejects a patent based on non-compliance with the statutory language.  When a patent is rejected, an examiner at the USPTO will give reasons for the rejection.  For example, the USPTO may state that the patent has no utility, is not novel, or is obvious.  The examiner supports his or her rejection by reference to prior art.  After the rejection, the inventor has a chance to amend the claim language to overcome the rejection, or argue with the examiner that the cited prior art does not cover the claim language.  


After the inventor sends in his or her arguments to the examiner, the examiner can once again grant or reject the patent.  If the patent is given a final rejection, the inventor can use the federal courts to overcome the rejection.  The inventor at that point may even abandon the patent.  If the patent is not given a final rejection, then the examiner cites additional prior art and the process repeats until the patent is granted, rejected, granted through the courts, or rejected by the courts. 

A.
Statues



I.
Statutes at Large


Statutes at Large is the official session law publication of the federal government.  Each session contains one volume, and an index is provided for the law.  While this may be the most official printing that is given out every year, finding the law in this source is more cumbersome than others.  This author feels that additional discussion on the Statutes at Large provides no further guidance to the researcher when other sources are more than capable of giving the information and shifting through them is much easier.


II.
United States Code


The United States Code is the official statutory code of the United States.  It is published by the United States Government, and only contains the statutory language.

For a researcher who does not know where to begin looking for the statutory language, the first place to check would be the Popular Name Table.  The researcher should look under “Patents,” “Patent Act,” or “Intellectual Property.”  This should get the researcher to the proper section.  If this does not work out well, then use the General Index and look for the same statutory language.  


A researcher may feel that this method is useless as this pathfinder has multiple references to the actual statutory code.  However, the U.S.C. provides additional information such as amendments and history of the legislation.  In particular it provides when a new amendment takes into affect and what sections it overrules.  This information may be crucial to the researcher as he or she may need to know which law applies when.  However, there is a major drawback of only using the U.S.C.  The actual hardcopy version is not printed yearly, and updates may be missing.  It is highly recommended that the researcher check any and all pocket part supplements to insure the researched law is up to date.


III.
United States Code Annotated


In many ways the United States Code Annotated (U.S.C.A.) is a better source than the U.S.C.  The U.S.C.A. is updated much more frequently, and gives the researcher a comprehensive list of secondary sources for further researcher.  For example, if the user were to look up 35 U.S.C. §103 in the U.S.C.A., he or she will find over two pages of law review articles discussing that particular issue.  There is also reference to ALRs and other such sources.  The drawback of the listed references is that they do not contain a syllabus of the information provided in the articles.  However, the researcher can judge which articles will be useful and which ones will not be by reading the title.  These articles are only really useful for the intermediate or expert.  Generally these articles deal within a very narrow subject matter with fringe legal issues.  While these issues come into play more often than not, a novice may not gain much information from them.


The biggest drawback of the U.S.C.A. is that it is not what can be authoritatively cited.  Language from the U.S.C. should always be cited in any brief or memorandum.  Additionally, since new articles and secondary sources are published far more rapidly than the federal government can keep up with, it is highly recommended that the researcher check all pocket parts and supplements.


IV.
Statutes online

U.S. statutes can also be found online when going to the library may not be convenient. The major websites that researchers use are Westlaw and LexisNexis.  It is assumed that even a novice has some understanding of how to use these key cites.  Most law school students will have had some training in both of these websites and further discussion is not relevant.  Also, once out of law school, these websites become cost prohibitive and the casual researcher may want to be able to use other free cites.  Below is a list of such free websites.

http://www.gpoaccess.gov/uscode/index.html
For someone that is not familiar with the statutory language this is the best website to start from.  The search engine is extremely easy to use.  The user has the option of using the actual statutory cite to find the statute.  And if the user does not know the exact cite, he or she can use the popular name table to search through the cite to find the language.  Additionally, an index is also provided so that the user can find the statute in that manner. The key advantage of this cite is that it includes the pocket supplements and added material, so that if the user needs to insure that the law has not changed, he or she can search through the supplement and be confident that the law being used is the most up to date.

http://www.law.cornell.edu/uscode


This is also another great cite for the researcher to use.  While it is not the official government cite to find information, it is ample for the researcher.  The biggest benefit for the user is that on the main webpage the user does not have to type anything in.  If the user goes to the website, and scrolls down, he or she will see that the patents is covered under title 35.  This requires no use of the popular name tables or any index.  The user simply scrolls down, clicks on the cite and can find the information from there on.  While finding the exact information may be a bit more tedious, after the user clicks on the link, he or she can use the find function of their internet browser to find the exact location of their material.  In the end, even if scrolling down and finding the cite does not get the user to the exact location, using the “Ways to Access Material” option should enable the user to find the right cite.

B.
Legislative History 


A common adage is if you like the law and sausage, you do not want to see either being made.  The process of how something becomes law is tedious and there are multiple different ways that it finally becomes law.  This pathfinder will not discuss how patent law came into being, but will give some sources that the researcher can use to find out information about the intent and purpose behind the statute.


To aid the researcher, this section will discuss patent law regarding obviousness.  The process to find legislative history for other sections is the same.  Obviousness under Patent law is covered under 35 U.S.C. 103.  While the statute was first enacted in 1952, the statute was amended on Nov. 8, 1984.  This information is available through the United States Code.  The Public Law Number is Pub.L. 98-622, Title I, §103, and the statute at large number is 98 Stat. 3384.  Looking those numbers up in the USCCAN, 98 Stat. 3384 cited to the printing of the congressional committee report on page 5827.  The page said that No House or Senate Report was submitted with this legislation.  Instead, a section-by-section analysis is laid out.  

C.
Agency – USPTO


Under 35 U.S.C. 1, Congress established the United States Patent and Trademark Office (USPTO).  All patents are filed with the USPTO.  After filing, an examiner at the USPTO makes the determination of whether the patent should be issued or not.  The examiner may reject or approve the patent.  If rejected, the examiner will state reasons for the rejection.  To aid the examiner in making determinations of whether to allow or reject the patent, the USPTO publishes Manual of Patent Examining Procedure (MPEP).  The subject LC is Patent practice - United States.  It is also available free online at http://www.uspto.gov/web/offices/pac/mpep/mpep.htm.  The MPEP also lays out rules that made by the USPTO.  These rules are mainly used for administrative purposes, and Congress has given the USPTO the power to make these rules.  As a general point of law, the USPTO rules can be waived by the USPTO either implicitly or explicitly.  If implicitly waived, in that the examiner does not catch the error during examination, the error is waived.  An error in violation of a USPTO rule that does not violate one of the sections under section 35 of the U.S. Code will not make a patent invalid.  Only an error in violation of the U.S. Code will invalidate a patent.


Additionally, the USPTO publishes an official gazette online that helps to explain some of the new formulated rules.  This source is available at http://www.uspto.gov/web/offices/com/sol/og/index.html.  The combination of the two sources makes a crucial research guide for the patent attorney.  He or she should always refer to these before filing any patent to insure that there has not been a change in the USPTO’s position on a certain statutory matter.
V.
Electronic Sources


Useful electronic sources are given below.

www.uspto.gov
This is the official website of the USPTO.  All patents are deposited here, and under patent law are printed 18 months after filing.  The user can find virtually every patent that was ever granted.

There are multiple ways of searching for the patent.  The most commonly used technique would be using the Manual Search Page.  It gives the user the most flexibility.  The user can find a patent based on subject matter by typing key words that he or she expects in the patent.  The user can then limit the search to where he or she expects the word to occur.  For example, if the user expects the words to found in the claim language and the specification, then he or she can limit the search to just those parts.  

This feature becomes extremely useful when searching for potential infringing patents.  If an individual is concerned over infringement, then he or she can search key terms to find if there is a patent on file that covers the material.  Additionally, the individual can find out who the inventors were and who actually owns the patent.  Based on that information, the individual can either change his or her device so that it is no longer infringing, or get a license from the owner of the patent so that the individual can use the device.

www.westlaw.com

	Database Name
	Database Identifier
	Description
	Updates

	U.S. Patents Quarterly
	USPQ
	This database contains documents that relate to patents from federal courts, state courts, administrative agencies and other sources.  A document is a decision or opinion decided by one of these tribunals
	Updates quarterly.

	United States Patent Materials – All
	US-PAT-All
	The US-PAT-All database contains the full text of granted U.S. Patents and published U.S. Patent Applications, as well as complete records of U.S. Patent assignments. 
	Granted patents and patent applications are updated weekly, while patent assignments are updated every two months.

	United States Patents – Full Text
	US-PAT
	The US-PAT database contains the full-text of all patents issued by the USPTO plus US patent applications beginning with March, 2001.
	This file is updated weekly.

	Manual of U.S. Patent Classification
	FIP-USPATCL
	The FIP-USPATCL contains the Manual of U.S. Patent Classification a reference work listing the numbers and descriptive titles of the patent of the USPC system.  
	

	Biotech Patent News
	BIOTECHPAT
	The BIOTECHPAT database contains documents from Biotech Patent News.  The database consists of full text articles from Biotech Patent News, a monthly newsletter.  
	Articles are available online 4-8 weeks after publication.

	Derwent Patents Citation Index
	PATCITE
	The DPCI provides access to 26 million patent and literature citations found in 2.9 million patent families.  
	weekly


www.lexis.com

	Database Name
	Database Identifier
	Description
	Updates

	BNA Patent Trademark & Copyright Daily
	BNAPTD
	This database offers interpretation and analysis on developments and insights in the field of IP.  Coverage ranges from Congressional reports, court decisions and PTO office actions.
	Updates within 24 hours of publication.

	Chisum on Patents
	CHISUM
	This database encompasses the substantive law of patents in the U.S..  This is the online version of Chisum on Patents – the Looseleaf set.
	Updates quarterly

	Utility, Design and Plant Patents
	ALL
	This is a comprehensive, combined file of the full text utility, plant and design patents, including reissue patents, reexamination certificates, statutory invention registrations
	Updates weekly, on Tuesdays.

	Patent Cases Law
	Cases
	This file contains patent cases from the federal courts, Board of Patent Appeals and Interferences, the Commissioner of Patents and Trademarks, and the International Trade Commission. 
	

	Patent Numbers By Classification
	CLASS
	This file identifies by patent number those patents belonging to a particular class and subclass
	Updates bi-monthly.

	U.S. Patent Quarterly
	USPQ
	The USPQ contains a comprehensive collection of court decisions and administrative rulings affecting intellectual property law.  It covers all major topics in IP law. 
	Updates weekly. On Thursdays.




VI.
Future of Obviousness


By now a novice and intermediate should have ample knowledge about the intricacies of patent law.  Most of the confusing aspects of patent law should be much clearer.  A researcher should see that many of the patent law issues have been fairly well settled.  While new case law may tweak some of the established principles, it the author’s belief that until Congress intervenes and changes statutory language most of the legal issues will not change substantially.  


There is an exception – non-obviousness.  One of the biggest issue, among attorneys not friendly with patent law, is the judicial interpretation of 35 U.S.C. 103.  As described above, in interpreting 35 U.S.C. 103, the federal courts have created the teaching, suggestion, or motivation test.  The test establishes that if two pieces of prior art are used to show that a patent is obvious, there has to be a teaching, motivation, or suggestion to combine the two pieces of prior art.  The teaching, motivation, or suggestion has to come from the documents themselves, and if the prior art does not contain a teaching, motivation, or suggestion to combine, then the two pieces of prior cannot be combined to show obviousness.  


This exact test is currently being litigated in front of the Supreme Court in KSR v. Teleflex.  The decision just recently came down on May 3, 2007.  Below is description of some of the issues being covered in the case.  A researcher should consult the following information when dealing with obviousness.

A.
Obviousness


The most influential Supreme Court case to discuss obviousness is Graham v. John Deere Co., 383 US 1 (1966).  The case generally held – 

· §103 requires a determination of the following questions of fact to resolve the issue of obviousness:

 

(1) the scope and content of the prior art; 

 

(2) the level of ordinary skill in the prior art; 

 

(3) the differences between the claimed invention and the prior art.

· “Secondary considerations” which may serve as indicia of nonobviousness


(1) commercial success; 


(2) long-felt but unsolved needs; and 


(3) failure of others. 

· Avoid hindsight

The Supreme Court looked at the issue again in Sakraida v. Ag Pro, Inc., 425 US 273 (1976).  The case generally held – 

· Set forth the “mere aggregation” test

· a combination which only unites old elements with no change in their respective functions is precluded from patentability under 103(a).

After both of these cases were decided by the Supreme Court, Congress set up the Federal Circuit in 1982 to have jurisdiction over patent law.  The Supreme Court since the foundation of the Federal Circuit has not tackled the issue of obviousness.  The Federal Circuit set up the teaching, suggestion, and motivation test to avoid hindsight bias.

B.
KSR v. Teleflex Issues
· WHAT


Supreme Court case challenging the Federal Circuit rule that proof of obviousness must include a showing of a “teaching, suggestion, or motivation” to combine prior art references.  

· WHY  


The requirement is too easy a hurdle for patentees, tends to make even seemingly trivial developments patentable, is inconsistent with Supreme Court precedent, and undermines a court’s ability to truly determine whether an invention is obvious to one skilled in the art. 

The district court in KSR v. Teleflex found:
· The District Court found that joining adjustable pedals (Teleflex invention) with an electronic sensor was “inevitable” and that any hypothetical person trained within the industry would have found it obvious to combine the two

· Used the Graham v. John Deere test

· Looked at “analogous” prior art 

· Determined the skill set of a “person of ordinary skill in the art” 

· The court found “little difference between the teachings of the prior art and claims of the patent-in-suit.” 

· Looked at secondary considerations, but found the evidence to be insufficient. 

· All findings led to the district court to invalidate the Teleflex patent on grounds of obviousness.

The federal circuit court found:

· Reversed the District Court’s finding because it failed to make specific findings as to whether there existed a teaching, suggestion, or motivation to combine the prior art references in the particular manner recited in the claim

The issue in front of the Supreme Court is:

Issue:  Did the Federal Circuit err in holding that a claimed invention cannot be held obvious, and thus unpatentable under 35 U.S.C. § 103(a), in the absence of some proven “‘teaching, suggestion, or motivation’ that would have led a person of ordinary skill in the art to combine the relevant prior art teachings in the manner claimed.” 

C.
Position of KSR 
· Court should adhere to its past patent law precedents 

· A combination of prior art elements must be deemed obvious unless the known elements work together to produce a new “synergistic” effect, above and beyond the known functions of the components. 
KSR’s brief can be found at http://patentlaw.typepad.com/patent/KSRReplyBrief.pdf

D.
Position of Teleflex

· The teaching-suggestion-motivation test properly balances the interests of patentees and the public 

· Counteracts improper hindsight bias that might otherwise lead courts to invalidate legitimate patents as obvious 

· Is flexible enough to knock out inventions undeserving of patent rights. 

Teleflex brief can be found at http://patentlaw.typepad.com/6-22-05Teleflex_Brief.pdf

E.
Amicus Position against the teaching, suggestion, motivation test

· 
Microsoft, Cisco, Hallmark et al.


TSM test “hurts innovation,” establishes too lenient a standard for patentability, and has “a stifling effect on true innovation” because it allows “routine variations on prior inventions to be patented anew.”

· 24 law professors


CAFC has essentially ignored the idea of a person having ordinary skill in the  art (PHOSITA) and simply consults the scope and content of the prior art references.  The PHOSITA is relegated to the role of a “reference librarian, assisting in locating appropriate prior art references but apparently incapable of applying them in light of his or her knowledge or skill.” 
· Progress & Freedom Foundation 

Focuses on the “growing unease about patent quality” as a justification for tightening the standards for obviousness. 

· Solicitor General of the United States


Graham sets out the proper test for obviousness, and mandates that patent rights be awarded only when an invention manifests “an extraordinary level of innovation.” TSM is a legitimate means of proving obviousness, but it should not be a mandatory requirement and unnecessarily extends patent rights in many cases to what should be deemed obvious subject matter.

The brief of corporations is available at http://patentlaw.typepad.com/KSR%20MicrosoftCisco_Amicus.pdf
The brief of the law professors is available at http://patentlaw.typepad.com/patent/ksramicus.pdf
The brief of the progress & Freedom Foundation is available at http://patentlaw.typepad.com/patent/ProgressFreedomFoundation.pdf

F.
Amicus supporting the teaching, motivation, and suggestion test


Groups supporting the test are:

· Major patent bars (AIPLA, ABA, etc.)

· Pharmaceuticals, Biotech, Bioengineering

· “Old Economy” businesses 3M, etc.

G.
Federal Circuit backpedals


After the Supreme Court granted cert to the case, the Federal Circuit tried to back pedal on the law trying to justify its position.  Below is a list of few cases that backpedaled from the judicially created Federal Circuit law.

· Alza Corporation v. Mylan Laboratories, Inc., (9-6-06)


“There is flexibility in our obviousness jurisprudence because a motivation may be found implicitly in the prior art. We do not have a rigid test that requires an actual teaching to combine before concluding that one of ordinary skill in the art would know to combine references.”

· Dystar Textilfarben v. C.H. Patrick (10-3-06)


Essentially an amicus brief for the Supreme Court in KSR.  Writing for a unanimous panel, Chief Judge Michel penned a detailed defense of the TSM test and explained that, despite being misunderstood by many, the test is quite flexible and does not require an explicit finding of motivation.
· Optivus Technology v. Loma Linda University Medical Center  (11-16-06) 


a completely different panel of the Federal Circuit than Dystar summarily dismissed a question of whether a motivation to combine existed.  The panel gave its motivation analysis in a single sentence:

“Here, there is no question that the [prior art] establishes that a person having a working familiarity with particle beam technology as it relates to cancer treatment, motivated by the need for more effective and efficient proton therapy facilities, would have been led to combine the University of Washington's neutron therapy facility with the proton beam therapy design outlined in the [prior art].”


H.
Oral Arguments

· Reports from the hearing noted that Justices who used the term “TSM” spoke with disdain and were highly critical of the test

· However, some justices were concerned about ramifications of overturning a test that is the underpinning of patents issued over the last 20 years
Some important quotes from the oral arguments are given below:

Justice Souter, “If we overturn the TSM test "Are there going to be 100,000 cases filed tomorrow morning?”

Chief Justice Roberts, “When Teleflex counsel noted that “every single major patent bar association in the country has filed on our side,” the chief justice interjected: “Well, which way does that cut? That just indicates that this is profitable for the patent bar.” 
When Teleflex counsel referred to experts who had testified that the Teleflex patent was not obvious, the chief justice asked: “Who do you get to be an expert to tell you something’s not obvious? I mean, the least insightful person you can find?”
“[T]he Federal Circuit’s approach focuses . . . on prior art — as opposed to, I would say, common sense.”  
“[I]t’s worse than meaningless” 
Justice Breyer, “I’ve read it about 15 or 20 times now, I just don’t understand what is meant by the term ‘motivation.”  Breyer described his idea to move his garage door sensor mechanism from the bottom of the door, where it had been chewed by racoons, to the top of the door. "How could I get a patent for that?" Breyer asked. 

Justice Scalia, “Three imponderable nouns.”  “[The TSM test] is gobbledygook. It's irrational.”

The oral arguments can found at, http://www.supremecourtus.gov/oral_arguments/argument_transcripts/04-1350.pdf 

I.
Supreme Court Decision


Based on the quotes in the preceding section, it is obvious that the Court is not satisfied with the teaching, suggestion, and motivation test.  In a unanimous holding, the Supreme Court did not remove the teaching, suggestion, and motivation test, but instead made it a factor.  The other key factor the Court stated is using the “common sense” of the person of ordinary skill in the art.  The Court stated that once the district court judge establishes the level of skill in the art, evidence can be brought in that the common sense of someone skilled in the art would know to combine cited prior art references.  


It is the author’s belief that the Supreme Court has not given enough guidance as to this new “common sense” test.  The author is concerned that there is no objective guidance.  What may be common sense to one person may be non-obvious to another.  With the teaching, suggestion, and motivation test there was some statement that would show some reason to combine.  Instead, the Supreme Court has created a test that cannot be proven.  

While, this particular issue of common sense can be played out to certain degree in the court room with help of expert witnesses, the Supreme Court has not given any guidance as to how to judge obviousness when filing for a patent.  Based on the Supreme Court’s language, an examiner merely needs to state that it would be common sense to one skilled in the art to combine the cited prior art.  This puts attorneys at a huge disadvantage because it will be impossible to argue with the examiner that it is not common sense to combine.  Essentially, the examiner has the ability to make a conclusory statement stating the patent application is obvious and reject it on that ground.  In dicta, the Supreme Court seemed to cover this issue by stating that there should some reason to combine the pieces of prior art that needs to stated.  But the Court left short what the objective criteria for reasons to combine prior art.  Currently the reason to combine prior art could well be a statement by the examiner to the effect, “because I felt like it.”  

While this author paints a bleak picture of determining obviousness in the future, there is a silver lining to the cloud.  Mainly, the Federal Circuit Court will now receive multiple patent litigation questions regarding obviousness.  The author believes that the Federal Circuit Court, with the cursory guidance of the Supreme Court, will devise a new test which will lay out a more concrete set of rules in determining obviousness.
VII.
Conclusion


This pathfinder should enable a novice and intermediate to patent law with enough information to make him or her comfortable with patent law.  Additionally, an expert should be able to understand the future of obviousness in patent law, and have good sources to find more information on the law.  


For a novice, it is highly recommended that he or she start with the secondary sources before moving on to the primary sources.  An intermediate should skim through the secondary sources information, and move to the primary sources.  An expert looking for information regarding obviousness should skip to the end, and look at only the obviousness section.


As someone does researcher on patent law, he or she will inevitably get stuck at some point and need help.  While the sources described in this pathfinder should overcome any of the confusion, a novice may still get befuddled.  In that situation, it is recommended that the researcher go directly to www.uspto.gov.  It will be the most authoritative source, but before using it, a researcher should familiarize themselves with patent law by using the secondary sources.
� U.S. CONST. art. I, §8, cl. 8


� Patent act of 1952, found at 35 U.S.C. §§1-103


� 35 U.S.C. §271


� 35 U.S.C. §152


� 35 U.S.C. §112


� See www.uspto.gov


� See � HYPERLINK "http://www.tc.umn.edu/%7Eg-jack/pathfinders/S02_list_14.doc" ��http://www.tc.umn.edu/%7Eg-jack/pathfinders/S02_list_14.doc�, pg 27


� See � HYPERLINK "http://www.tc.umn.edu/%7Eg-jack/pathfinders/S02_list_14.doc" ��http://www.tc.umn.edu/%7Eg-jack/pathfinders/S02_list_14.doc�, pg 29
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